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Art Unit: 3753 

DETAILED ACTION 

1. This application is a Continued Prosecution Application(CPA) filed October 9, 2001. 
Claims 18, 19 and 22 have previously been canceled. Claims 28-30 have been added. Contrary to 
applicants' remarks, claims 1-17, 20, 21 and 23-30 are pending Claim 1 has previously been 
amended to define that the "...tubing (at least a part of which being a pre-heat coil) act as a 
flow restrictor, the extent of said flow restriction sufficient to restrict sample flow to about 50-70 
cc/min at 15 psig. By this amendment the recitation of "at 15 psig" has been deleted and flow 
restrictor recitation has been added. 



3. Claims 1-8 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention is with drawn in view of the amendment to claim 1 proving antecedent basis for 
"said flow restriction". 



Claim Rejections - 35 USC § 112 



2. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371© of this title before the invention 
thereof by the applicant for patent. 

5. Claims 1-12, 20, 21, and 23-30 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Higdon et al. Note the disclosure of a "...stream switching system..." for a chromatograph 
including a plurality of solenoid valves 98, a sheet heater (column 4, lines 57+), and an 
insulated hosing (Figure 3B, for example) .Contrary to applicants previous remarks, the patent 
to Higdon et al clearly shows a common stream channel (single inlet/multiple outlet 72) valved by 
a particular solenoid 98 ."At least part of the tubing being pre-heated..." by the "sheet heater" 
(column 4, lines 57+)(claims 1+). The solenoid actuated valves 98 clearly "valve" the "...input 
and output ports.... between an open and closed position." (Claim 9).. The reduced 'tubing size" 
shown in Figure 3 A (claim 18) acts as a restrictor With regard to claims 19 and 20, note the 
plurality of imput and outport ports (Figure 3 A). No patentable weight has been given to the 
recitation added to claim 1 by the amendment filed August 14, 2001, in the "restrictions" shown 
in Figure 1 of Higdon et al would be sufficient to restrict the sample flow to "...about 50-70 
cc/min. With regard to claim 1. applicants' remarks of the Examiner's first assertion of the 
capability of the restricted flow path of Higdon to "restrict a sample to about 50-70 cc/min is ■ 
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"true" supports the Examiner's position that the "restrictions shown in Figure 1 of Higdon et al 
would be sufficient to restrict the sample flow to about 50-70 cc/min" as recited in claim 1. The 
recitation of " at 15 psig" has been deleted. With regard to claim 9 remarks, claim 9 includes 
recitation that an "outside impulse (is required) to place said actuable ports in the open position". 
The recitation appears to be contrary to "...this forces the pistons into an upward position, 
resulting in closed ports" remarks in the amendment and the recitation of claim 9 is clearly 
readable on the solenoid valve 98 of Higdon et al operation. Applicants' remarks that "the 
solenoids are open when power is not applied and hence allow the flow of actuation pressure 
when power is not applied" fails to clear up this discrepancy. It appears the problem may be that 
the solenoids are actually "pilot valves" "fluid motor actuated" valves actuated open and closed in 
response to the solenoid actuated "pilot valves" rather than be pure solenoid actuated valves as 
taught by Higdon et al. Reference to "actuation gas" valves in applicants' remarks appears to 
support this contention. Contrary to applicants' remarks the patent to Higdon et al does teach 
"fluid flow actuation" requiring "...an outside impulse to place the actuable ports in an open 
position". No "pilot valve" recitation is included is included in the claims. Pure solenoid valves as 
taught by solenoid valves 98 of Higdon et al are readable on "impulse actuable valves as recited. 
With regard to newly submitted claims 28-30 a "temperature controlled" heated is disclosed in the 
last paragraph of columns 4 and the first paragraph of column 5. The recited temperature of claim 
29 is within the operating parameters of the "insulated" (Figure 3B)heated flowpath of Higdon et 
al. 
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Art Unit: 3753 



Claim Rejections - 35 USC § 103 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) a patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

8. The factual inquiries set forth in Graham v. John Deere Co., 148 USPQ 459, that are 
applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 



1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness or 
unobviousness. 

9. Claims 13-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Higdon et al 
in view of Upchurch. Higdon et al disclose the claimed invention except for the recitation of a 
"filter" as taught by Upchurch (Figure 1 ). The plurality of check valves (ball valves) act as 
"pressure regulators. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the chromatograph system of Higdon et al to include a 
"cartridge filter" , as taught by Upchurch in order to provide more "pure" fluid to be tested 
and/or processed. . Further in particular note the disclosure of a filter for the "fluid streams" 
(column 6, lines 58+) of Higdon et al. Applicant's remarks , drawn to filter disposition, were 
considered, however, not deemed persuasive. In column 6, lines 58+ both outlet port filters and 
filters disposed in inlets are disclosed. Particular filter deposition is clearly show in either the inlet 
or outlet are disclosed and from this teaching it would have been obvious to one of ordinary skill 
in the art to place the filters where needed in the flowpath. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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1 1 . Any inquiry concerning this communication communications from the Examiner 
should be directed to a. Michael Chambers whose telephone number is (703) 308-1016 
(FAX (703) 308-7765). 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 




amc 



June 3, 2002 



